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Major amendments to the Chinese Patent Law

On 17 October 2020, the Standing Committee of the 
National People's Congress (NPCSC) approved the 4th 
amendment of the Chinese Patent Law, which will come 
into effect on 1 June 2021.

Here below are the three major amendments with 
respective details:

1. Strengthening the protection of the legitimate 
rights and interests of patent holders

a. Increasing compensations for patent infringement by
- Introducing 1 to 5 times punitive damages for willful 
infringement;
- Raising the maximum statutory cap on damages from 
RMB 1 million to RMB 5 million;

b. Redistributing the burden of proof
- The courts may order the infringer to provide evidence 
for determining the amount of damage;

c. Improving patent administrative protection
- For patent infringement disputes, strengthening the 
enforcement powers of the patent administrative 
authorities;
- For patent counterfeiting, increasing fines of up to five 
times of illegal profits and the statutory cap on fines from 
RMB 200,000 to RMB 250,000 for those with no illegal 
profits or profits less than RMB 50,000;

d. Introducing the patent term extension (PTE) system
- Compensation of patent terms for invention patents 

could be granted upon requests for the Office’s 
unreasonable delays during prosecution;
- For innovative drugs, a maximum of 5 years patent term 
extension will be available, and the total effective patent 
period after marketing shall not exceed 14 years;

e. Adding provisions on early settlement procedures for 
pharmaceutical patent disputes
- In case there is any patent dispute during the drug-
approval process, the relevant parties can file a lawsuit 
before the people's court, or request an administrative 
ruling from the Patent Administrative Department of the 
State Council (i.e., CNIPA);

2. Promoting the use and exploitation of patents

a. Improving the system of employee inventions by 
confirming the employers’ disposal of rights and 
encouraging the implementation of incentive plans to 
motivate more outputs;

b. Introducing an open licensing system that allows 
patentees to publicly seek non-exclusive licenses (not 
applicable for exclusive or sole licenses). A reduction or 
exemption of the patent annuity fees may be applied 
during the implementation period of the license;

3. Improving the system for grant of patents

a. Design patents
- Extending the protection period of design patents from 



10 years to 15 years;
- Introducing partial design protection;
- Accepting domestic priority claims (within 6 months from 
the date of first filing in China);

b. Adding the circumstances in which the novelty grace 
period applies
- Inventions first disclosed in the public interest in times of 
national emergency or exceptional circumstances can 
enjoy a 6-month novelty grace period. This amendment 
was triggered by the COVID-19 which would also make 
room for future applications in other emergencies or 

exceptional circumstances. The other three types of 
circumstances that still enjoy the 6-month novelty grace 
period are 1) first exhibition at an international exhibition 
sponsored or recognized by the Chinese Government; 2) 
first publication at a prescribed academic or technological 
meeting; and 3) disclosure by a third party without the 
consent of the applicant.

All these substantial changes reflect China’s improving 
IPR system. Jiaquan will remain at your disposal and 
please feel free to let us know if you have any questions 
on IP protection in China.



P&G prevails in trademark infringement lawsuit

Basic facts

Procter & Gamble (P&G), founded in 1837, has become 
one of the world’s largest consumer goods giants after 
more than 100 years of development. "TIDE" and "ARIEL" 
are the famous brands of its washing products and are the 
largest laundry detergent brands in the world. After long-
term use and extensive publicity, the TIDE and ARIEL 
brands laundry detergents have become well-known 
products in this field and achieved a high market share.

Since 2017, Company X and its boss Mr. Zhu et al. 
(hereinafter referred to as “defendants”), have purchased 
counterfeit TIDE and ARIEL brands laundry detergents 
from outsiders and sold them to supermarkets and 
wholesale shops at low prices around the Pearl River 
Delta for profiteering. The defendants were indicted by the 
People's Procuratorate therefore and the Court 
adjudicated that the defendants were guilty of the crime of 
counterfeiting registered trademarks and selling 
commodities with counterfeit registered trademarks.

Besides the criminal liability, the defendants shall bear the 
civil liability according to the Law. Easwayer Law (the 
sister law firm of Jiaquan) represented P&G to file a civil 
tort suit to claim compensation for economic losses.

The Court decided that the defendants shall compensate 
P&G for economic losses and reasonable expenses 
totaling CNY 521,600 (around USD 79,500).

Typical significance

When the civil suit was filed, as the legal representative of 
Company X, Zhu immediately canceled the registration of 
the company, trying to evade liability for civil infringement. 
That means the legal subject does not exist. Given the 
different principles of attribution in criminal and civil cases, 
Zhu, the actual beneficiary of trademark infringement, 
shall not be liable for civil infringement. P&G would be 
unable to obtain compensation for its economic losses.

How to make the person who made profits from the actual 
infringement bear the compensation liability becomes the 
core of this case. From the perspective of “joint tort”, the 
lawyers in charge of this case Mr. Yichang Fu and Ms. 
Haiyan Liang argued that Company X and Zhu were 
jointly infringing and shall bear joint liability. In fact, Zhu 
knowingly sold counterfeit goods for profit through 
Company X. Also, as the actual seller, Zhu independently 
committed the infringing acts of selling counterfeit goods, 
which belongs to his personal behavior rather than the 
company's behavior. Thus, it could be seen that both 
Company X and Zhu were tortfeasors, which constituted 
joint tort and shall be jointly and severally liable.

Finally, the Court adopted and supported the claim of the 
plaintiff in September 2020. Even if the registration of 
Company X was canceled, the actual beneficiary of 
trademark infringement Zhu has to bear the joint liability. 
Zhu's intention to escape legal sanctions by canceling the 
company was completely defeated.



Similar or not? English word vs. Chinese character

 

The Case in Question

The Chinese Trademark Office refused the application “MERLIN” for being similar to an 

earlier registration featuring “SN and 隼” ( “隼”, phonetically sǔn, can be deemed as one 

of the Chinese translation of “MERLIN”), according to Article 30 of the Trademark Law. 

Reproductions of the two trademarks are shown below.

Decision

The refusal was appealed to the Trademark Review and Adjudication Board, a.k.a 
TRAB (now incorporated into CNIPA), and it ruled: there were differences of the overall 
composition and calling between the applied-for trademark and the cited trademark 
which can be distinguished by an average consumer with ordinary observation. The 
applied-for trademark did not constitute a similar trademark as referred to in Article 30 of 
the Trademark Law.
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pronunciation and meaning of characters; for device 
trademarks - similarities of composition, colour and 
overall appearance; and for combined trademarks - 
similarities of overall layout and appearance.

For the mentioned case, we believe the following points 
should be considered:

· Correspondence

According to mainstream translators, the applied-for 

trademark "MERLIN" can be translated as "隼" and "灰背

隼" as nouns, and as "梅林 (phonetically meilin), 默林 

(phonetically molin) or 梅兰 (phonetically  meilan)" as 

personal names. It can also be interpreted to mean 
something else, such as a place of Canada. According 
to the translators, "MERLIN" is used in most cases as a 
personal name. One can hardly conclude that a unique 
correspondence has been established between 

"MERLIN" and "隼".

· Level of awareness

China is not a native English speaking country, and it is 
less likely that the relevant public can establish an 

effective correspondence between "MERLIN" and “隼". 

Furthermore, the regular English translation of “隼” is 

"Falcon", as shown on Baidu Baike, a Wikipedia-like 
encyclopedia in China. Such that, from the relevant 

public's perspective, a proper English translation of "隼" 

would be " Falcon."

· Overall appearance and composition

Whether two trademarks are similar should be 

considered by the relevant public with ordinary 
observation in isolation, rather than by a side-by-side 
comparison. The applied-for trademark is a plain-text 
word trademark, while the cited trademark is a 
combination of two artistically designed and large-sized 

Latin letters "SN" and a tiny Chinese character "隼". The 

"SN" is arguably the striking feature of the cited 
trademark, and the relevant public can readily 
distinguish it from the pain-text "MERLIN" applied-for 
trademark.

The above three points were used as grounds in the 
review of the refusal and were backed by TRAB. And 
more generally, the following two points should also be 
considered:

1. Reputation and distinctiveness

FEDERAL HOME LOAN MORTGAGE CORPORATION 
opposed the Chinese trademark application No. 

6554134 “房地美” (phonetically Fangdimei) based on its 

older Chinese registration No. 1287307 “FREDDIE 

MAC” (roughly corresponds to “房地美” in terms of 

pronunciation). The once-failed opposition got reversed 
in the Supreme Court. The Court held that there is 

evidence that “房地美” is one of the Chinese 

transliterations of “FREDDIE MAC”, and the two have 
formed a solid (not unique though) correspondence. 

Furthermore, the Chinese transliteration “房地美”, which 

is thought to be associated with FEDERAL HOME LOAN 
MORTGAGE CORPORATION, has gained a 
considerable reputation in financial services such as 
mortgage loans. Therefore, it is ruled that the two 
constitute similar trademarks.

2. Translation rules and language habits



In a “DAY DAY UP” vs. “天天向上” case, the applied-for 

trademark - No.22683352“DAY DAY UP”, a literal 

translation of “天天向上”, was considered similar to the 

cited trademark - No.7681658 “天天向上” by both the 

Trademark Office and the then TRAB. The case was 
appealed to courts, and both instances resulted in 
decisions contrary to the Trademark Office and TRAB. 
The court of the first instance found that: although TRAB 
claimed that there was the use of "DAY DAY UP" as a 

translation of "天天向上" in daily life, it failed to sufficiently 

evidence that this unconventional use has become 
prevalent among the relevant public. On the other hand, 

the conventional English translation of "天天向上"is 

"MAKE PROGRESS EVERY DAY". Therefore, the two 
trademarks are not identical in terms of overall 
appearance, pronunciation, and meaning, and they were 
not similar trademarks.

In this case, both courts held that unconventional 
translations should not be supported and that the 
mainstream rules and language habits of Chinese and 
English translation should be considered. 

To sum up, whether an English trademark is similar to its 
Chinese counterpart should be determined based on 
whether it is likely to confuse the relevant public. Among 
others, factors such as overall composition and 
appearance, correspondence, reputation, and general 
awareness of the relevant Chinese public about the 
trademark in question should be considered.

Legal Basis:

Trademark Law of the People's Republic of China

Article30: 

Where a trademark the registration of which has been 
applied for is not in conformity with the relevant provisions 
of this Law, or it is identical with or similar to the 
trademark of another person that has, in respect of the 
same or similar goods, been registered or, after 
examination, preliminarily approved, the Trademark Office 
shall refuse the application and shall not publish the said 
trademark.


	页 1
	页 2
	页 3
	页 4
	页 5
	页 6
	页 7
	页 8

