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The 4th Amendment of Chinese Patent Law 
Is Expected to Be Completed This Year

Trademark Examination Procedure to Complete 
Within Five Months by the End of 2019

A Discussion on Foreign OEM Trademark 
Infringement Cases
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The 4th Amendment of Chinese Patent Law Is Expected 
to Be Completed This Year, 

and Cost of Infringement Is to Be Significantly Increased

Chinese patent law has been amended 

for three times since its implementation, 

and now it is in the process of the fourth 

amendment, which is expected to be 

completed within the year, said Shen 

Changyu, director of China National 

Intellectual Property Administration 

(CNIPA), at a press conference of the 

second session of the 13th National 

People's Congress in Beijing, March 11. 

One of the important aspects is to 

strengthen the protection of intellectual 

property rights, complete the system of 

punitive damages for infringement, and 

significantly increase the cost of 

infringement. Punitive damages of up to 

five times of illegal gains are to be 

stipulated in the amendment bill, and 

this will hold the infringer accountable 

for a hefty price.

Source: IPR in China

Trademark Examination Procedure to Complete Within 
Five Months and High-Value Patents to Examine 15% Faster 

by the End of 2019

Since 2018, CNIPA has planned to 

speed up the trademark examination 

procedure from eight to four months or 

less, in an effort to top the efficiency 

among Organization for Economic Co-

operation and Development(OECD)  

countries within five years. Meanwhile, 

the average time of invention patent 

examination is aim to be reduced by one 

third, and by half for the examination 

time of  high-value patent , also aiming 

to reach the optimal level of all patent 

offices worldwide, said Shen Changyu, 

the director of China National 

Intellectual Propriety Administration 

(CNIPA), on March 11th.

To that end, CNIPA has taken 

combination of measures and achieved 

remarkable results. By the end of 2018, 

the average trademark examination 

period has reduced from eight to less 

than six months, and the high-value 

patents has been examined 10% faster. 

Moreover, the quality and social 

satisfaction on the examination improve 

steadily and constantly.

CNIPA will make further efforts to 

expedite the trademark examination 

procedure to less than five months this 

year. The average period of high-value 

patent examination will be reduced by 

15% more, to keep up with the pace of 

society.

Source ： IPR Daily (Chinese)
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Case Review:

Case 1: The Supreme People’s Court - 2014

Truper Company is the legitimate holder of trademark 

“PRETUL” in Mexico, of which the registration date was 

earlier than that of the same trademark registered in 

China by Focker Company. Authorized by Truper, Yahuan 

Company carried out manufacturing the padlocks with 

“PRETUL” logo as requirement and all the productions 

were exported to Mexico, without being sold in the 

Chinese market. Since the logo “PRETUL” on those 

padlocks had no identification function of trademark in 

China region, there were not any possibilities for the 

general public to be confused or misled about the sources 

of goods between Truper and Focker. Therefore, the OEM 

in this case was not regarded as an infringement.

Case 2: Jiangsu High Court – 2015

Soon after the “PRETUL” trial, Jiangsu High Court gave 

its judgement on the OEM infringement case of trademark 

“DONG FENG” that the defendant Jiangsu Changjia 

Jinfeng Dynamic Machinery Co.,Ltd (CJJF) infringed the 

trademark right of “DONG FENG” owned by the plaintiff 

Shanghai Diesel Engine Co., Ltd (SDEC) due to the acts 

of manufacturing and exporting the diesel engines and 

components to Indonesia containing the “DONG FENG” 

logo, which was authorized by an Indonesian company 

PT ADI. The Court ruled that it was an infringement of the 

exclusive rights to the registered trademark “DONG 

FENG” when CJJF conducted OEM and was using the 

same on the products, in the case of knowing that “DONG 

FENG” owned by SDEC was a well-known trademark. 
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What CJJF behaved failed to fulfill the duty 

of reasonable care and avoidance, leading 

a substantial detriment to the interest of 

SDEC.

Case 3: Shanghai IP Court - 2016

On 21st April 2017, Shanghai IP Court 

entered a judgement on the OEM 

infringement case of trademark 

“PEAKSEASON”. The Court found that the 

defendant Isaac Morris Co., Ltd violated the 

trademark right of “PEAK” registered by the 

plaintiff Fujian Quanzhou Peak Sports Co., 

Ltd,  through the acts of authorizing Wuxi 

Zhenyu International Trading Co., Ltd, the 

other defendant, to use the relevant logos of 

“PEAKSEASON” onto the clothes and put 

up for sale on some network platforms like 

Amazon, which might be accessed and 

cause confusion among the general public 

in China. In this case, the infringed products 

with “PEAK SEASON” were sold overseas 

via Amazon, but the Chinese consumers 

could still purchase those products on 

Amazon platform due to the non-national 

boundary of Internet, thereby constituting a 

trademark infringement within China. We 

can see that this case is atypical for it is a 

trademark infringement caused by network 

sale rather than a traditional OEM 

infringement case. At present, with the 

development of the Internet, more and more 

overseas enterprises have been entrusting 

the Chinese domestic manufacturers to 

carry out OEM for their productions. 

Although those goods would be finally 

shipped back and sold in their own 

countries of the overseas companies or a 

third country, they are also put up for sale 

on network platforms. The above case will 

have a special reference to such kind of 

OEM trademark infringement.

Legal Analysis:

A. About whether to infringe or not

According to our current juridical practice in 

China, a judgement on whether the act of 

foreign OEM will constitute infringement or 

not shall still be made based on individual 

cases. But it can be learned from the above 

three cases that if the relevant parties fulfill 

their obligations of reasonable attention and 

examination, with no confusion arising to 

the Chinese public, and no detriments to the 

interests of the domestic trademark holders, 

then the foreign OEM shall not be regarded 

as infringement.

B. About how to avoid detention of cargo 

by the China Customs

With regard to the act of attaching relevant 

logos on the products as foreign OEM 

according to the instructions from the 

consignors, the Industrial and Commerce 

Department as well as the Customs 

generally would not take it as a use of 

trademark when supervising and enforcing 

the law. However, there are still lots of 

uncertainties over the judgements on such 

act. Therefore, in order to avoid the 

supervision and investigation or the 
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detention of cargo by the said Department and the Customs, attention should be paid to the 

following points:

1. The Consignor shall obtain the trademark certificate in the destination countries of sale, of 

which the registration date should be earlier than the one of the Chinese trademark;

2. The Consignor shall permit the Consignee to use its trademark registered in the destination 

country of sale in written authorization;

3. Both the Consignor and the Consignee shall sign an OEM agreement. The Consignee shall 

conduct a reasonable examination on the Consignor’s trademark certificate, foreign trading 

qualification and other basic information;

4. Both the Consignor and the Consignee shall be qualified for foreign trading or capable of 

external market transactions;

5. Production name, name and address of manufacturer, place of origin and other descriptions 

in Chinese characters should be avoided being shown on the OEM productions. Instead, official 

and common language of the destination country of sale should be used;

6. Customs clearance procedures should be done abiding by the regulations;

7. Both the Consignor and the Consignee shall use the relevant logos in good faith, which 

ought not to harm the legitimate interests of the domestic trademark holders.
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