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New Beginning, New Journey

The PCT Collaborative Search and Examination  (CS&E) 
Pilot Project Will Resume on March 1, 2019

Tips to Determine Conflict with Prior Copyright 
in a Design Patent Invalidation



IP NEWS

New Beginning, New Journey
 - Jiaquan Jiangmen Office Has Moved into Wanda Office Building

On 17th Jan 2019, Jiangmen branch 

office of Jiaquan IP Law has officially 

moved into a new site. While marking the 

begins of a new journey, Jiaquan will 

advance towards its strategic goal for 

greater prosperity!

To keep pace with the growth of 

business and the expansion of the team, 

Jiaquan Jiangmen office has been 

relocated to 41st  Floor, Office Building 

B, Wanda Plaza, Fazhan Avenue, 

Jiangmen City. Situated in the core of 

North New Area, the Wanda office 

building composes of two 45-floor sky 

scrapers,and is one of the top-rank 

office buildings in Jiangmen.

Jiaquan sees the relocation as a brand 

new start, and will make breakthroughs 

on development, constantly innovate on 

ideas and workflows through 

consolidating the existing scale, 

advantages and achievements. In the 

mean time, Jiaquan will consistently 

adhere to its philosophy 

“Professionalism drives quality, details 

decide success”, strictly control the 

service quality, in an effort to create a 

win-win cooperation with 

professionalism. Jiaquan will also inherit 

its rich experience of 30 plus years, 

continue to provide clients with 

comprehensive IP solutions for the 

years to come.
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The PCT Collaborative Search and Examination  (CS&E) Pilot 
Project Will Resume on March 1, 2019

The PCT Collaborative Search and Examination (CS&E) Pilot Project among China, the 

United States, Europe, Japan and the republic of Korea was launched on July 1, 2018 

for a two-year period. The acceptance limit of the pilot project for each administration is 

100 pieces in total, i.e. around 50 pieces per year. English PCT applications were to be 

accepted for the pilot project in the first instance. To make sure the effectiveness of the 

pilot project, the China Intellectual Property Administration issued a notice on 

November 7 last year to suspend the acceptance of CS&E requests pending the 

Chinese PCT applications to participate in the pilot project.

Recently, the China Intellectual Property Administration has completed the preparation 

for enabling Chinese PCT application to participate in the pilot project, and decided to 

start the acceptance of Chinese PCT application from March 1, 2019. The 

arrangements are made as following:

1. From March 1 to June 30, 2019, according to the PCT Collaborative Search and 

Examination (PCT CS&E) Pilot Project User Guide, the applicants could request to 

participate in the pilot project with Chinese PCT application. The English PCT 

application is temporarily stop being accepted during this period. The acceptance limit 

is 10 pieces and 2 pieces for same applicant.

2. The applicant shall submit an English translation of the Chinese PCT application 

upon filing or within one month thereof, and ensure the text is being properly 

translated.In light of the acceptance limit, the earlier the quality translated text is 

submitted, the better chance the request will be accepted. 

3. From July 1, 2019 to June 30, 2020, China Intellectual Property Administration will 

accept both Chinese and English PCT applications for the pilot project.

4. If the number reaches the limit, the China Intellectual Property Administration will 

issue a notice to suspend or stop accepting relevant requests.

Source: China Intellectual Property Administration (CNIPA)
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Case Review:

In accordance to Paragraph 3, Article 23 of the China 

Patent Law, “Designs for which a patent right is granted 

shall be ones which are not in conflict with the legitimate 

rights acquired by others prior to the date of application”, 

the Patent Reexamination Board (PRB) recently declared 

a design patent invalid due to conflict with a prior 

copyright. According to the PRB, the patentee has 

adopted a substantially similar design from a prior work in 

the concerned patent without being licensed by the 

copyright owner, of which the exploitation will damage the 

copyright owner’s relevant legitimate rights and interests.

Legal Basis:

In accordance to the Section 7.2, Chapter 5, Part 4 of the 

Guidelines for Patent Examination, “…Where there is a 

possibility of contact with any other person’s copyrighted 

work, the patent concerned makes use of a design 

identical of substantially similar to the work, without being 

licensed by the copyright owner, and the exploitation of 

the patent would infringe the prior copyright owner’s 

related legitimate right or interest, the patent concerned 

shall be held to be in conflict with the prior copyright”

Our Comments:

The PRB has a large number of precedents for declaring 

design patent rights invalid on the grounds of conflicting 

prior trademark rights, but there are very few cases of 

conflicting prior copyrights. The causes are, the 

invalidation petitioners not only need to prove they have 

acquired the copyright before the application date of the 
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concerned design patent, but also to prove that, under the circumstance that the patentee has 

or may have access to other’s copyrighted works, the patentee adopts the identical or 

substantially similar design from the prior works in the concerned design patent without being 

licensed by the copyright owner. Accordingly, this will greatly increase the difficulty of proof for 

invalidation petitioners.

We believe that the below aspects could be considered when proving the concerned patent 

designs finished after having access to the prior works.

1. Explain that the pattern of the prior works is relatively complex, while the pattern appeared 

on the concerned design patent is 

mostly identical to the prior works in 

the design elements of 

compositions, figures and colors, 

etc.

2. Provide various prior designs so 

as to prove there is a lot of design 

space and high creative flexibility to 

design similar products. Even when 

adopting the same design 

elements, different creators will 

create different works.

3.  The aforementioned works, 

which have been widely spread in 

ways of publication and sales, is 

accessible to the public.

4. In the absence of evidence 

proving that the patentee has 

independently created the 

concerned design, it should be 

determined that the concerned 

design is completed after having 

access to the prior works.
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