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On July 5th, 2017, the Supreme People’s Court (SPC) posted 

a big data report concerning intellectual property 

infringement cases. The report was based on concluded first 

instances of civil cases from January 1st, 2015 to December 

31st, 2016, and drafted jointly by the SPC’s Information 

Center and the Judicial Cases Research Center. 

The report shows that the number of cases of intellectual 

property infringement in 2016 increased by 41.34% compared 

with that in 2015, among which the proportion of copyright 

infringement cases, trademark infringement cases and patent 

infringement cases were 50.20%, 34.17% and 15.63% 

respectively.  

http://www.court.gov.cn/
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Courts in Guangdong, Beijing and Zhejiang concluded the largest number of cases. 

28 countries were involved in foreign-related IPR infringement cases. Among them, the United 

States, France and Germany involved in the largest number of cases. 
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The average trial period for IPR infringement cases is 105 days. Among them, trial period for 9 types 

of cases exceeded the afore-mentioned time, such as passing off patents, infringement of invention 

patents and infringement of computer software copyright. 

50.88% of the IPR infringement cases were concluded through withdrawal of petitions. 
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"Amendment Goes Beyond the Scope” from the Perspective of a 

Person Skilled in the Art 
Dr. Jason Xue of Jiaquan IP Law 

The legislative purpose of Article 33 of the Patent Law is to prevent the applicant from damaging 

public interest by introducing new technical contents which are not explicitly or implicitly disclosed in 

the initial application documents. In current course of substantive examination procedures in China, 

the examiner interprets this clause relatively strictly and dogmatically. From two case studies, this 

article proposes a reflection on judgment standard of “the contents described in the initial description 

and claims, and the contents deduced directly and unambiguously from the drawings of the 

description” for the prescription of “amendment goes beyond the scope described in the initial 

description and claims”. 

In the prosecution proceedings, a vast majority of patent applications need to be rectified and/or 

amended more or less before being granted a patent right. In China, patent application adopts the 

first-to-file principle, and amendments of the application documents do not change the filing date, which 

means that the State Intellectual Property Office confirms that the amended contents have been raised on 

the initial filing date1. Therefore, Article 33 of the Patent Law2 defines the amendable contents and the 

scope of patent application in order to prevent an applicant from first filing an imperfect invention for 

seizing an earlier filing date and then perfecting the invention via subsequent amendment procedure, which 

may lead to unfair consequences for the public and also other applicants. That means an applicant may 

1 Xintian Yin. Introduction to the Patent Law of China [M]. Beijing: Intellectual Property Press, 2011: 409-411.
2 Patent Law of the People's Republic of China/the 4th edition. Beijing: Intellectual Property Press, 2009. 
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amend his or her patent application, but the amendment to a patent application for invention or utility 

model may not go beyond the scope of disclosure contained in the initial description and claims. 

Wherein, how to interpret and identify “the scope of disclosure contained in the initial description and 

claims” is vital for correctly amending the patent application documents and to be granted a patent right as 

quickly as possible. 

It provides in Part II, Chapter 8, Section 5.2.1.1 of the Guidelines for Patent Examination3 (hereinafter 

referred to as the Guidelines) that: the scope of disclosure contained in the initial description and claims 

includes the contents described in the initial description and claims, and the contents determined directly 

and unambiguously according to the contents described in the initial description and claims, and the 

drawings of the description. 

It provides in Part II, Chapter 8, Section 5.2.3 of the Guidelines that: if, after the addition, change and/or 

deletion of part of the contents of the application, the information as seen by a person skilled in the art is 

different from those described in the initial application and such information cannot be directly or 

unambiguously derived from those described in the initial application, such amendment shall not be 

allowed. 

The identification of “the contents determined directly and unambiguously” is often a controversial issue 

during the patent examination procedures. As seen from the rejected cases in the course of substantive 

examination, the examiner is relatively strict and dogmatic for “the amendment shall not go beyond the 

scope”, which is usually understood as “a unique definition”4. 

Two specific cases are used to analyze the examination standard of Article 33 of the Patent Law in the 

following parts. 

Case 1 – Introduction 

“Method for liquid-liquid extraction separation of tryptophan by using hydrophobic amide functionalized 

ionic liquid” 

In the first office action, the examiner pointed out that in the formula [EIMCH2CONBu] [NTf2] of the ionic 

liquid described in the description, the nitrogen atom of the amide group is divalent, which is not in 

conformity with the valence bond theory. 

The applicant amended the structural formula of the ionic liquid and added a hydrogen atom to the 

nitrogen atom. The applicant further added when responding to the second office action that a person 

skilled in the art may be able to clearly determine that the “N” is connected to a hydrogen atom rather than 

3 National Intellectual Property Office of the People's Republic of China. Guidelines for Patent Examination [M]. 
Beijing: Intellectual Property Press, 2010. 
4 Zhonghui Zhang. Reflection on Article 33 of the Patent Law of amendment beyond the scope [J]. Patent 
examination, 2012, 16 (2): 67-69. 

China Practice 



6 Jiaquan IP Law | www.jiaquanip.com 

other groups on the premise of knowing that [EIMCH2CONBu] [NTf2] is a specific compound. 

The examiner rejected the application on the ground of “amendment goes beyond the scope”, and 

believed that neither the initial description nor the claims describes that the group connected to the 

nitrogen atom in the above structural formula must be a hydrogen atom, and the group may be other 

groups, such as methyl, ethyl, etc. 

Analysis and Discussion 

As pointed out by the examiner in the first office action, “the nitrogen atom of the amide group is 

bivalent, which is not in conformity with the valence bond theory”. The substances which are not in 

conformity with the valence bond theory should be non-existent or extremely unstable. Specifically, the 

defects of this case can only be a miswriting of the applicant, which means the nitrogen atom is actually 

either connected with a hydrogen atom or connected with other substituents. However, the content of “the 

nitrogen atom is connected with a substituent” is not mentioned when describing the molecular formula 

and structural formula of the description and claims, thereby the most likely situation is the applicant 

missed the hydrogen atom on the nitrogen atom. In fact, in the field of organic chemistry, the hydrogen 

atom(s) on a carbon atom are often omitted, while the hydrogen atom(s) on a nitrogen atom, oxygen atom 

or other atom are generally not omitted. But, in some early documents, or some poor normative 

expressions, the hydrogen atom(s) may possibly be omitted. In this case, a person skilled in the art is usually 

able to understand it and there is no ambiguity. 

In the above mentioned case, the examiner on one hand questioned the expression of the applicant, 

which is not clear; on the other hand, believed the amendments of the applicant went beyond the scope. 

This two-side blocking practice led to the rejection of the present application just because of some 

seemingly simple and minor formal defects. For the applicant, he made an invention and disclosed it to the 

public, but did not obtain any rights. This is the most serious harm to his benefits. 

Case 2 – Introduction 

“Method of making damascene structure” 

The following contents are described in the initial application documents: 

The grooves and pores are subjected to a second cleansing treatment with dilute hydrofluoric acid, and 

the dilute hydrofluoric acid is prepared by mixing the concentrated hydrofluoric acid having a mass 

percentage of 49% with water in a volume ratio of 500:1-2000:1. When responding to the first office action, 

the applicant argued that only the volume ratio of “500:1-2000:1” could obtain a better cleaning effect, and 

a person skilled in the art may only recognize the volume ratio of the concentrated hydrofluoric acid to 

water is “500:1-2000:1” instead of “1:500-1:2000”. However, in reply to the third office action, the applicant 

amended “500:1-2000:1” to “1:500-1:2000” with the reason to overcome an obvious error. 

China Practice 
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The examiner believed that the observations of the applicant were clearly inconsistent and contradictory, 

and the applicant previously made it clear that only the volume ratio of “500:1-2000:1” could obtain a 

better cleaning effect, so he rejected the application as the amendments went beyond the scope. 

Subsequently, the applicant submitted a reexamination request, and the Patent Reexamination Board 

withdrew the Decision of Rejection and stated that: 

1) If mixing the concentrated hydrofluoric acid – having a mass percentage of 49% – with water in a

volume ratio of 500:1-2000:1, the concentration range of the resulted hydrofluoric acid is 48.918%- 48.979%, 

which is very close to the concentration value of 49%. When the hydrofluoric acid having a mass percentage 

of 49% is deemed as a concentrated hydrofluoric acid, the hydrofluoric acid having a mass percentage of 

48.918%-48.979% cannot be simultaneously deemed as a dilute hydrofluoric acid for a person skilled in the 

art. 

2) In terms of the purposes of the present invention and the functions of technical features, the dilute

hydrofluoric acid is used to clean by-products in the grooves and pores, and the cleaning step should 

minimize corrosion to the device as much as possible. If the volume ratio of the concentrated hydrofluoric 

acid to water is 500:1-2000:1, the concentrated hydrofluoric acid may seriously corrode the device. 

Analysis and Discussion 

From the perspective of the applicant, he did not draft the specification carefully enough and further 

made an observation inconsistent with the actual practice when responding to the first office action. The 

examiner of the substantive examination rigidly adhered to the description of the initial application 

documents and the observation in reply to the first office action, without technical analysis, and thus got a 

biased conclusion. Contrastingly, from the perspective of a person skilled in the art, in the reexamination 

procedure the analysis of the panel was reasonable and worth learning. 

Overall Comprehensive Analysis and Outlook 

The above two cases, when analyzed from technical aspects, the amendments are both reasonable. 

However, the first case was never granted a patent right; the second case went through a relatively long and 

tortuous prosecution before granted. 

The author considers that, when drafting an application, an applicant and/or an agent must be very 

serious, meticulous, and comprehensive-minded. The results for the above two cases could be different if 

the applicant and/or agent of the first case could adequately explain and provide enough evidence to prove 

the actual existence of the description for expressing a hydrogen atom on a nitrogen atom omitted in the art, 

as well as a reasonable explanation for the “unique definition”. For the second case, if the applicant did not 

make an opposite observation in reply to the first office action, but promptly found the error and corrected 

it.  
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Actually, in many situations, especially for domestic applications in China, if the technical solution claimed 

does not clearly define the protection scope of the patent due to defects of, for example, inappropriate 

wording or inaccurate expressions, the corresponding part in the description is most likely expressed in the 

same way. In other words, the initial specification never described a clear and correct technical solution. 

In this circumstance, whether a clear technical solution can be deduced directly and unambiguously 

becomes a key point for judging whether the amendments of the applicant are in conformity with Article 33 

of the Patent Law. For a person skilled in the art, such amendments are likely to be considered as a “unique” 

amendment. This occurs if the possibility of one amendment is far greater than other amendments, and 

these other amendments have minimal possibilities or are almost impossible; or the amendment is not a 

coordinate choice or alternative of other amendments, and the amendment has an overwhelming 

superiority for a person skilled in the art. 

In China, it is a serious quality problem for amendments going beyond the scope. From the perspective of 

an examiner, he/she has a tendency to make a conservative determination to avoid making mistakes. This 

makes the examiner pursue a “unique” literal description in initial specification and ignore those reasonable 

deductions that can be made by a person skilled in the art. This approach ultimately results in mechanically 

abuse of the provision of “amendment goes beyond the scope”, and some applications are therefore even 

rejected. Such rejection for non-substantial provision must inevitably and greatly dampen the enthusiasm of 

the applicant to make an invention and to obtain a patent. Therefore, the author hopes that examiners will, 

from the perspective of a person skilled in the art, make more reasonable technical judgments to 

amendments of application in each specific case.  

 
Dr. Jason Xue |Senior Patent Attorney

Dr. Xue has rich experience in patent searching, drafting, filing and prosecution, 
especially in the fields of pharmaceutics, chemistry, pesticide and chemical 
engineering. He also provides professional opinions and analysis for patent validity, 
patent enforcement and patent portfolio. 

Before joining Jiaquan, Dr. Xue worked as an examiner for substantive 
examination at the SIPO for seven years, handling more than 700 invention patent 
applications. He also provided preliminary reports and international search reports 
for PCT applications. As an adjunct examiner for reexamination, he has handled 
more than 50 cases of patent reexamination, and was further responsible for 
quality control of substantive examination and reexamination for more than 40 
cases respectively. 

Dr. Xue participates in academic research and has several publications. He has 
visited many large enterprises of pharmaceutics and chemical engineering 
for surveys, providing enterprises with professional advice on patent 
searching, drafting, filing and prosecution. 

Dr. Xue’s working languages are Chinese, English and Japanese. 
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