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On 20th January 2017, we held our annual party in Jiangmen 

City, where we opened our first office, with all colleagues 

from our 7 offices gathered together. 
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At the opening ceremony, Mr. Xinxue YU, General Manager of Jiaquan, 

made a New Year speech with a review on our outstanding 

achievements  in sales growth, business developments, honors and 

awards, talents recruiting etc. for the last 12 months; and also 

forwarded his expectations for the future development of Jiaquan. 

2016 is a significant year in Jiaquan’s history. We were awarded some 

titles such as “Outstanding IP Service Team in China”, “National Brand 

Agency of Intellectual Property Services”, and “3-Star Patent Agency”. 

Meanwhile, Jiaquan was recommended as one of the Excellent Chinese 

IP Law Firms by the authoritative magazines The Patent Lawyer and The 

Trademark Lawyer. We enjoy a 20% increase of the total filing number 

for patent applications, which reaches over 15000; the total 

number of litigation cases exceeds 200; and the amount of 

trademark filing reaches 4,000. Some litigation cases handled 

by Jiaquan were highly praised and labeled as yearly typical 

cases in China. Moreover, Jiaquan has established long-term 

relationships with hundreds of enterprises in the fields of 

Implementation of the National Standards for “Enterprise 

Intellectual Property Management”, identification and 

declaration of High-tech enterprises, and technology project 

consultancies etc.  

It is the hard work by everyone in Jiaquan that makes all the 

achievements we have. 45 colleagues were awarded “2016 

Excellent Employee”, “2016 10-Year Employee”, “2016 

Excellent Managerial Cadre”.  

The party was filled with foods and delights. All the performers 

in Jiaquan showed their talents and abilities on the stage. 

In the future, Jiaquan will focus on improving service quality 

and strengthening customer relationships, in order to become 

an excellent law firm that is respected by its clients and proud 

of by its staff. 
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   Jiaquan IP Law Awarded “2016 Outstanding IP Service 

 Team in China” 

In January 2017, Jiaquan IP Law was awarded “2016 

Outstanding IP Service Team in China” and invited to 

participate in the 7th China IP International Annual Forum & 

2017 Annual Conference of In-house IP Managers in China.  

The China IP International Annual Forum & Annual 

Conference has been highly recognized as one of the most 

influential forums in the Chinese IP industry since 2012. More 

than 500 attendees presented at the Forum, including experts 

and scholars, representatives of IP service agencies as well as 

IP managers from enterprises from the United States, France, 

Britain, Japan, Thailand, Vietnam, India, Mexico and Brazil etc. 

Many awards including “2016 Outstanding IP Service Teams in 

China”, “2016 Outstanding In-house IP Managers in China” 

and “2016 IP Industry Distinguished Contribution Award” 

were announced on the Awarding Ceremony & Appreciation 

Dinner.  

The selection of “2016 Outstanding IP Services Teams in China” was 

organized by the magazine China Intellectual Property. This award is 

issued based on the IP team's professional capacity, operational 

capacity and research ability as well as other specific indicators. The 

organizer comprehensively considers the assessment of team stability, 

innovation, public welfare and other related standards. It has deeply 

explored the comprehensive strength of the intellectual property 

services teams. With rich practical experience, efficient service team 

and high-quality professional services, Jiaquan IP Law won the award 

from 78 candidates. This signified that our firm has taken a solid step 

in the goal of creating a professional, international, innovative 

intellectual property service agency. 
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  A Comparison of “Unity issue” in the Chinese Patent and 

“Requirement of Restriction and/or Election” in the US patent 
by Dongming ZHAO 

Case Review 

Guangzhou Fang Bang Electronics Co., Ltd. is a professional manufacturer of electronic materials in 

development, production, sales and service, an innovative enterprise with independent intellectual 

property rights. They filed a US utility patent application in September 2014 in title of ELECTROMAGNETIC 

WAVE SHIELDING FILM AND METHOD OF MANUFACTURING CIRCUIT BOARD WITH SAME. The application 

was published in July 2015 and received the Notice of Restriction and/or Election Requirement in August. 

There are 10 claims in the application, including Claims 1-4 about “electromagnetic wave shielding film”, 

Claim 5 about “circuit board with electromagnetic wave shielding film”, and Claims 6-10 about “method of 

manufacturing circuit board with electromagnetic wave shielding film”. The examiner required restriction 

and/or election between Claims 1-5 and Claims 6-10, without entering into search. 

Legal Basis 

Title 35 of the United States Code 

35 U.S.C. 121: Divisional Applications   If two or more independent and distinct inventions are claimed in 

one application, the Director may require the application to be restricted to one of the inventions. 

Manual of Patent Examining Procedure (MPEP) 

806.05(f)   A process of making and a product made by the process can be shown to be distinct 

inventions if either or both of the following can be shown: (A) that the process as claimed is not an obvious 

process of making the product and the process as claimed can be used to make another materially 

different product; or (B) that the product as claimed can be made by another materially different process. 
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Patent Law of the People's Republic of China 

Article 31   An application for an invention patent or a utility model patent shall be limited to one 

invention or utility model. Two or more inventions or utility models embodied in a single general invention 

concept may be handled with one application. 

Implementing Regulations of the Patent Law of the People's Republic of China 

Article 34   Two or more inventions or utility models belonging to a single general inventive concept 

which may be filed as one application in accordance with the provisions of Article 31, Paragraph one of the 

Patent Law shall be technically inter-related and contain one or more of the same or corresponding special 

technical features. The expression "special technical features" shall mean those technical features that 

define a contribution which each of those inventions or utility models, considered as a whole, makes over 

the prior art. 

Our Comment 

There are several differences between unity issue in the Chinese patent and restriction and/or election in 

the US patent, including the time of issuance, standard of evaluation and strategy for response. 

1. Time of Issuance  

Requirement for restriction and/or election is issued before the Non-Final Office Action, aiming at the 

applicant choosing the claims set. It is not related to substantial problem or defect.  

Unity issue is raised in the First Office Action, usually along with other problem or defect such as formality 

problem and inventive step problem. The applicant should overcome all the defects when making a 

response. 

2. Standard of Evaluation 

Basically speaking, requirement for restriction and/or election is more subjective, because the examiner 

could issue the Notice without conducting search or analysis. For instance, it could be based on the reason 

that the two claims sets are in different types, one about device and the other about method, or the two 

claims sets are in different classes for search (the US classification). The Notice is issued in consideration of 

serious burden for search.  

However, generally, the Chinese examiner will raise unity issue after conducting search and analysis as well 

as providing reference documents. It is one of the exceptions that the examiner may raise unity issue 

without search or analysis if he/she could make sure that all same or corresponding technical features, 

which are commonly included in different independent claims, are obvious only according to the general 

knowledge in the art, and all same or corresponding technical features are not “specific technical features” 

contributing to the art. 
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3. Strategy for Response 

Usually there are two ways for responding to requirement for restriction and/or election: 1) to accept the 

examiner’s opinion and choose one claims set while abandon the others; or 2) do not accept the 

examiner’s opinion and file a response arguing that it will not add any examination burden to the examiner. 

We should keep in mind that no matter which way we choose to respond, we should elect one claims set 

in the response. Otherwise, the application may be entered into Final Office Action. Besides, if the claims 

set being chosen is to be allowed, it is possible to add the rest claims sets later on. On the other hand, if 

the claims set being chosen is of less possibility for allowance, the rest ones could be filed in divisional 

applications. Practically, it is not easy to convince the examiner in Way 2). 

With regard to the unity issue, we should emphasize that the inventions are technically inter-related and 

contain one or more of the same or corresponding special technical features and the argument for special 

technical features could be interpreted in response to the inventive step issue. 

In conclusion, it is reasonable to file different inventions in one single application as a filing strategy. 

However, when doing this, we should combine the client’s needs with specific regulations in different 

countries when providing professional filing advice to clients, so that to protect their rights 

comprehensively. 

 

 

 

Dongming Zhao | Patent Attorney  
 
Mr. Zhao graduated from Kunming University of Science and Technology, 

majoring in Electronic Information Science and Technology. Before joining 

Jiaquan IP Law, Mr. Zhao was an engineer in a well-known Taiwanese 

electronic company. His expertise is electronic circuit design and 

manufacturing. Since he joined Jiaquan, Mr. Zhao has been involved in a large 

number of patent applications in fields of electronic circuit, information 

processing and computer peripheral etc. Now Mr. Zhao is responsible for 

management of international patents. He is familiar with patent practices in 

different countries, for example the US, Europe, Japan and Korea.  
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