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Jiaquan Awarded as “Outstanding IP Service Team in China”
                         for Three Consecutive Years

On January 12th, the 9th China IP 

International Annual Forum and 2019 

Annual Conference of In-house IP 

Managers was held in JW Marriott Hotel 

Beijing Central. Featuring “New Era, 

New Frame, New Balance”, the event 

was held to discuss on the paths of 

Chinese enterprise innovation and 

intellectual property development under 

the new changing period. Relying on its 

own advantages of standing at the 

leading position in IP field and keeping 

abreast of IP development trends, the 

event attracted a worldwide attendance 

of over 800, including IP specialists, 

officials, practitioners and in-house IP 

managers from China, the US, France, 

the UK, and Japan etc. 

Jiaquan IP Law was awarded as “2018 

Outstanding IP Service Team in China” 

at the award ceremony. It is the third 

time that Jiaquan claimed the award, 

having won it for three consecutive 

years. Dr. Jing Peng from Jiaquan 

Beijing office took part in the event and 

collected the trophy from organizing 

committee on bahalf of Jiaquan IP Law.
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4th Amendment to China's Patent Law Coming Soon
                   - 15 Years Protection for Design Patent

On Dec 23, 2018, at the seventh meeting of the 13th Standing Committee of the 

National People's Congress, Mr. Changyu Shen, Director of China National Intellectual 

Property Administration, was entrusted by the State Council to make a statement on the 

draft amendment to the Patent Law (hereinafter referred to as the Draft).

Mr. Shen introduced that the current Chinese patent law which was first implemented in 

1985 and experienced three amendments respectively in 1992, 2000 and 2008,  played 

an important role in encouraging and protecting innovation, promoting scientific and 

technological progress. With the development of the time, new issues in relation to 

patent keep emerging, new amendments to the patent law is therefore needed.

The Draft increases the damages liable for infringement. For serious intentional 

infringement, the damages amounts to one to five times of the amount of the loss of the 

proprietor, improper gains of the infringer or multiple amount of the patent licensing fee. 

In case the damages is hard to be calculated, the court could still determine the amount 

at its discretion, but the amount will be from RMB 100,000 to RMB 5,000,000 as 

opposed to RMB 10,000 to RMB 1,000,000 as stipulated in the current Patent Law. 

The Draft also improves the administrative enforcement power. The Patent 

Administration Department under the State Council may handle patent infringement 

disputes which have significant national impact at the request of the patentee or 

interested party. Within its administrative region, and at the request of the patentee or 

interested party, the local administration who take care of the patent works may merge 

cases for group handling if they are regarding to the same patent. For cross-region 

infringement cases with common involved patent, the lower administration may request 

handling from higher administration.

In the aspect of strengthening the protection of the legitimate rights of the patentee, the 

Draft also improves the provision on the burden of proof. Where damages cannot be 

assessed despite the obligee has done its best in providing proofs, and because of the 

proof, for instance account book, is in the infringer's hand, the people's court may order 

the infringer to provide the same. If the infringer refuses to do so or submits false 

account books or documents, the people's court may determine the damages by 

referring to the claim of the obligee and the evidence provided. 

In addition, the Draft also clarifies the joint liability of network service providers for 

online infringement. Patentees or interested parties may inform the network service 
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providers to take necessary measures such as deleting, shielding and disconnecting 

the links of infringing products on the basis of decisions, rulings and mediation letters 

effected by the people's court or decisions on termination of infringement made by the 

administrative department. If the network service providers fail to take necessary 

measures in time, they shall bear the joint liability.

According to Mr. Shen, in order to promote the implementation and application of 

patents, the Draft also clarifies a company's right to dispose employee inventions. 

Companies may dispose the right to apply for patent and patent right of employee 

inventions according to the law. To enable inventors or designers to reasonably share 

the benefits of innovation and promote the implementation and application of the same, 

companies may offer property incentives, stock options, shares and so forth. 

Finally, to bring China into correspondence with the Hague Agreement, the Draft 

extended the protection duration of design patent from ten to fifteen years.
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Case Review:

Established in 1973, R* Costume Company Inc. (the 

Petitioner) is a US costume company with high reputation, 

having their business all over the world. In 2014, the 

Petitioner discovered that a toy company in Yiwu City had 

infringed their copyright and then issued a warning letter 

to the Yiwu Company. However, the Yiwu Company 

applied a design patent application for the Petitioner's 

product after receiving the warning letter, and the patent 

was granted in 2016. To protect the right, the Petitioner 

entrusted us to file an invalidation request against the 

involved design patent.

Our attorney, Mr. Jianming FENG, found an existing 

design from the microblogging website Sina Weibo. With 

Sina Weibo's high reputation in China and also as a third 

party website which has no direct interest with the 

Petitioner and the patent holder, the authenticity of the 

evidence can be determined. Besides, Sina Weibo's 

permission to modify is clear that the time of posting 

Weibo content can usually be recognized as the time of 

disclosure. Since the release time of the existing design is 

earlier than the filing date of the involved design patent, it 

can be served as a cited document against this patent. 

We then notarized the evidence and filed a patent 

invalidation request before the Patent Reexamination 

Board. After examination, the Board decided that the 

design patent involved was invalid.

Legal Basis:

Patent Law of the People's Republic of China

Article 23 A design for which the patent right is granted is 
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not an existing design, and no application is filed by any unit or individual for any identical 

design with the patent administration department under the State Council before the date of 

application for patent right and no identical design is recorded in the patent documentations 

announced after the date of application.

Our Comments:

We consider that the authenticity of online evidence can be determined from the below aspects: 

the form of online evidence, the internal management mechanism of the website, the interest 

relationship between the website and the parties, the formation of network evidence, the 

storage, transmission and reception of network evidence, and the integrity of network evidence. 

Sina Weibo is a public communication platform set up by Sina Corporation, a well-known portal 

website of third parties for this case. Besides, according to the understanding of the 

management mechanism of Sina Weibo platform and user experience, it can be known that the 

time of posting photos on Sina Weibo is 

automatically generated by the system. The 

information generated before December 2017 

could only be deleted, but not modified by the 

user. Although some users can modify the 

posted Weibo afterwards, the modification will 

indicate "edited". In this evidence, there is no 

trace of compile, so the authenticity should be 

determined unless the patentee has clear 

evidence to overturn the above content. In 

addition, each posted Weibo could be disclosed 

to public, only contacts or only private. The 

disclosure scope can only be modified once 

irreversibly from publicity to privacy, while 

turning privacy to publicity is not possible. In the 

present case, the above Weibo is in a state of 

being disclosed to public at the time of 

notarization, which indicates that the above 

Weibo has been in a state of being open to 

public since the time of release. In summary, the 

design shown in the evidence in this case can 

be used as prior art against the involved patent.
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